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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 10-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ozai et al., U.S. Patent Application Publication No. 2003/0220448. 

Ozai discloses a hydrosilylation-curable polysiloxane composition comprising a 
preferably linear polyorganosiloxane corresponding to claimed component (B) bearing 
at least two alkenyl groups with viscosity range that is fully encompassed by the claimed 
ranges, an organohydrogensiloxane (B) corresponding to claimed component (A) of 
which two permutations are a dimethylhydrogensiloxy-endcapped 
diomethylpolysiloxane or dimethylsiloxane/methylhydrogensiloxane copolymer, and a 
platinum catalyst (C). See paragraphs [0013-0016 and 0020-0023]. The ratio of 
hydrosilyl groups contributed by the organohydrogensiloxane to vinyl groups contributed 
by the alkenyl group-substituted polysiloxane is preferably 0.8 to 2.0. 

Relevant to the present discussion, it is contemplated in [0017] that an 
organopolysiloxane bearing only a single alkenyl group may be incorporated so as to 
adjust the hardness of the elastomer product. There is no indication as to where the 
alkenyl substituent is to be positioned and, thus, it is the Examiner's position that 
embodiments of this component where the alkenyl moiety may be found at a terminal or 
interior position alike would be immediately envisaged. As for the requirement 
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concerning the amount of T unit content, tine preferred structure of the all^enyl- 
substituted polyorganosiloxane is linear- see paragraph [0015]- and, to the extent that 
the disclosure is not forthcoming as to the structure of the fraction of component (A), or 
claimed component (B), that contains only a single alkenyl group, the skilled artisan will 
appreciate that it should possess the same linear geometry as do the favored alkenyl- 
functional siloxanes that contain a plurality of alkenyl groups. 

As for claim 16, Ozai appears only to contemplate a non-part composition but it is 
the Examiner's contention that a two-part composition is always obvious where a 
curable one-part composition is described and that composition may be susceptible to 
premature curing as is known to occur with hydrosilylation-curable compositions under 
ambient conditions. (Applicant disputed this position when traversing the rejection over 
Ikeno. While it may be true that the prior art advocates curing at temperature 
significantly higher than ambient in paragraph [0034], this does not mean that curing will 
not occur at temperatures under which these compositions occurs albeit at a 
proportionally slower rate. In fact. It is conventional in the prior art to add inhibitors to 
preclude premature curing but the problem with their addition often is either that they 
are not effective enough as to completely prevent curing in storage or, alternatively, 
they are so effective as to limit curing even at elevated temperatures when it eventually 
becomes desirable to promote curing. Hence, one way of avoiding these problems is to 
simply formulate the composition as two parts where not all of the base polymer, 
crossi inker, and catalyst are formulated into the same part. 
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Concerning claims 17-19, tliere is not yet a clear distinction between the claimed 
invention and that of prior art invention where it contains the organopolysiloxane with a 
single alkenyl group and, therefore, the latter is regarded as inherently possessing 

adhesive properties. 

As an aside, the Examiner considered the matter of whether or not the original 
disclosure may have outlined some unexpected property associated with the inclusion 
of POS(III). The problem is, the Specification is so utterly devoid of any description of 
the makeup of the composition of the comparative example that it is impossible to 
ascertain to what one of ordinary skill might attribute the differences in performance. 

Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to MARC S. ZIMMER whose telephone number is 
(571)272-1096. The examiner can normally be reached on Monday-Friday 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jim Seidleck can be reached on 571-272-1078. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding tine status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

April 26, 2010 



/Marc S. Zimmer/ 
Primary Examiner, Art Unit 1796 



